THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

Lawr ence Goetz (the appellant) appeals fromthe fina

! Application for patent filed Septenber 19, 1994.
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rejection of clainms 1-5, the only clains present in the

application. W affirmin-part.

The appellant’s invention pertains to a ballpoint pen which is
designed to be received in a credit card receiving pocket of a
pocket book. |Independent claim1l is further illustrative of

t he appeal ed subject matter and reads as foll ows:

. A ballpoint pen conprising an el ongate, onepiece
pl asti c body containing an el ongate witing
cartridge extending along a substantially centra

| ocation thereof and, a plastic cap, the body being
thin, and substantially rigid, having front, witing
and rear |ongitudinal ends joined by respective,
rearward di vergi ng opposite side edges which diverge
for a nmgjority of an entire |length of the body so as
to provide a broad, flat, blade-Iike, hand engagi ng
rear portion and the body tapering in thickness as
it extends outward to opposite side and rear edges
form ng a narrow, peripheral insertion edge, the pen
having an overall length, with the cap assenbl ed,
which is substantially equal to a conventiona

credit card, enabling the pen to fit snugly in a
credit card receiving pocket of a pocket book.

The references relied on by the exam ner are:

Perl nutter Des. 195,924 Aug. 06, 1963
McKni ght 3, 994, 605 Nov. 30, 1976
Mor i Des. 276,479 Nov. 27, 1984
Vi nck Des. 302, 985 Aug. 22, 1989
Ellis Des. 329, 458 Sep. 15, 1992

Clains 1 and 2 stand rejected under 35 U . S.C. § 103 as
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bei ng unpatentable over Ellis in view of Mri, Perlnutter and
Vi nck.

Clainms 3-5 stand rejected under 35 U.S.C. §8 103 as being
unpatentable over Ellis in view of Mdri, Perlnutter, Vinck and
McKni ght .

The exam ner’s rejections are explained on pages 2 and 3
of the answer. The argunents of the appellant and exam ner in
support of their respective positions may be found on pages 4-
8 of the brief, page 1 of the reply brief and pages 3-5 of the
answer .

CPI NI ON

We have carefully reviewed the appellant's invention as
described in the specification, the appealed clains, the prior
art applied by the exam ner and the respective positions
advanced by the appellant in the brief and reply brief and by
the examiner in the answer. This review |eads us to conclude
that the prior art relied on by the exam ner establishes the
obvi ousness of the subject natter defined by clains 1 and 2
within the neaning of 35 U S.C. § 103 and, accordingly, we
will sustain the examner’s rejection of these clainms. W
wi Il not, however, sustain the rejection of clains 3-5 under
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35 U.S.C. § 103.

Considering first the rejection of clains 1 and 2 under
35 U.S.C. 8 103 as being unpatentable over Ellis in view of
Mori, Perlnmutter and Vinck, the appellant in argunent notes
the deficiencies of the references individually and urges
there is no suggestion to conbine the teachings of the
references in the manner proposed by the exami ner. According
to the appellant, the exam ner has sel ected isol ated teachi ngs
fromthe various references and has inperm ssibly relied upon

the appellant’s own teachings for a suggestion to conbi ne.

We are unpersuaded by the appellant's argunents. Wile
there nust be sone teaching, reason, suggestion, or notivation
to conmbine existing elenments to produce the clai ned device
(see ACS Hospital Systens, Inc. v. Montefiore Hospital, 732
F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984)), it not
necessary that the cited references or prior art specifically
suggest maki ng the conbination (B.F. Goodrich Co. V. Aircraft
Braki ng Systens Corp., 72 F.3d 1577, 1582, 37 USPQR2d 1314,

1318 (Fed. Cir. 1996) and In re Nilssen, 851 F.2d 1401, 1403,
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7 USPQ2d 1500, 1502 (Fed. CGir. 1988)). Rather the test for
obvi ousness is what the conbi ned teachings of the references
woul d have suggested to one of ordinary skill in the art. See
In re Young, 927 F.2d 588, 591, 18 USPQ@d 1089, 1091 (Fed.
Cr. 1991) and In re Keller, 642 F.2d 413, 425, 208 USPQ 871,
881 (CCPA 1981).

Here, both Ellis and Mori depict ball point pens having
el ongat ed bodi es (which can be considered to be “broad, flat
and bl ade-1ike”), caps, thin bodies and generally diverging
side edges. Wth respect to claim2, Mri additionally
teaches a rear end which is straight and a rectangul ar cap.
On the other hand, Perlnutter teaches that it is well known in
the ball point pen art to taper a flat, blade-like plastic body

in thickness while Vinck

teaches that it is well known in the ballpoint pen art to size
the pen and cap such that it is “substantially equal to a

conventional credit card.” Applying the test for obvi ousness?

2 The test for obviousness is not whether the features of
a secondary reference may be bodily incorporated into the
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as set forthinlnre Keller at 642 F.2d 425, 208 USPQ 881, we

are of the opinion that a conbined consideration of the relied
on references would have fairly suggested to one of ordinary
skill in this art to provide the pen of either Ellis or Mori
with (1) bodies which taper in thickness in view of the
teachings of Perlnutter and (2) bodies and caps which are
sized “substantially equal to a conventional credit card” in
view of the teachings Vinck. As to the appellant’s criticisns
of the references individually, nonobviousness cannot be
establ i shed by attacking the references individually when the
rejection is predicated upon a conbination of prior art
di scl osures. See In re Merck & Co. Inc., 800 F.2d 1091, 1097,
231 USPQ 375, 380 (Fed. Cir. 1986).

In view of the foregoing, we will sustain the rejection

of

structure of the primary reference; nor is it that the clained
i nvention nust be expressly suggested in any one or all of the
references. Rather, the test is what the conbi ned teachings
of the references woul d have suggested to those of ordinary
skill in the art.
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clains 1 and 2 under 35 U S.C. § 103 based on the conbi ned
teachings of Ellis, Mri, Perlnmutter and Vinck.

Turning to the rejection of clains 3-5 under 35 U S.C. §
103 as being unpatentable over Ellis in view of Mri,

Perl nmutter, Vinck and MKnight, the exam ner has relied upon
the teachings of McKnight for a “lobe.” W nust point out,
however, a “lobe” is not what is being clainmd. Rather, what
is being clained is that “rearward divergi ng opposite side
edges” are further required to be “straight for a majority of
their lengths” (enphasis ours) and have “one side edge having
a greater divergence than the other side edge.” W find
not hi ng i n McKni ght which would fairly suggest such an
arrangenent. This being the case, we will not sustain the
rejection of clainms 3-5 under 35 U.S.C. § 103 based on the
conbi ned teachings of Ellis, Mri, Perlmutter, Vinck and
McKni ght .

In sunmary:

The rejection of clains 1 and 2 under 35 U . S.C. 8§ 103
based on the conbi ned teachings of Ellis, Mri, Perlnmutter and
Vinck is affirned.

The rejection of clainms 3-5 under 35 U. S.C. § 103 based
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ned teachings of Ellis, Mri,

isS reversed.

Perl mutter, Vinck

No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).
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)
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